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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, 5, 9, 10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Japanese Patent Publication 5- 
32231 (Tetsuya et al.). Tetsuya et al. shows a mail item feed module comprising a 
separator, 61 , for separating envelope flaps from envelope bodies wherein the active 
zone of separation is supple in the form of elastic mylar. The English language 
abstract of the reference fails to disclose whether the mail item feed is part of a franking 
machine. Even if the apparatus of Tetsuya et al. is not part of a franking machine, it 
would have been obvious to one of ordinary skill in the art to use the feed module of 
Tetsuya et al. in a franking machine because machines that fill, seal, address, and add 
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postage to envelopes all in one device are conventionally used because they are 
efficient. 

Regarding claim 2, the edge of the supple part is arranged at the level of an 
envelope conveyor deck (See Figs. 10-12). 

Regarding claim 5, Tetsuya et al. appears to show the separator to have a 
circular open end (See Fig. 11) for accommodating a rod which would be a rigid part of 
the separator. Even if the circular open end of Tetsuya et al. is not connected to a rod, 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to place the open end of Tetsuya et al. over a rigid rod for connection to the 
frame of the apparatus. 

Regarding claims 9 and 10, the device of Tetsuya et al. allows for moistening 
envelope flaps. 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Japanese 
Patent Publication 5-32231 (Tetsuya et al.) in view of either Whitener (U.S. 5,021,279) 
or Anderson et al. (5,922,591). As shown in paragraph 3 above, Tetsuya et al. shows 
the instantly claimed invention but fails to show the separator to comprise silicone. 

Whitener (column 5, lines 20-24) and Anderson et al. (column 21 , lines 38-52) 
each show that mylar and silicone are known equivalent flexible materials used in 
making three dimensional objects. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to replace the mylar separator of Tetsuya 
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et al. with a silicone separator because Whitener and Anderson et al. each show the 
interchangeability of these two materials. 

Double Patenting 

5. Applicant is advised that should claim 9 be found allowable, claim 10 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Objections 

6. Claims 3, 4, and 6 are objected to because of the following informalities: in 
claims 3 and 4, the words "overmoulded," "millimetre," and "moulded" should be 
replaced with their standard United States spellings of 'overmolded,' 'millimeter,' and 
'molded,' respectively. Appropriate correction is required. 

Claim 6 uses the phrase "rail type." As the use of "type" can become unclear, it 
is suggested that "type" be removed or replaced with a more specific term. 

Allowable Subject Matter 

7. Claims 3 and 6-8 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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8. The following is a statement of reasons for the indication of allowable subject 
matter: None of the prior art suggests making the supple part of the separator 
overmolded plastic on a steel wire, connected to a rigid part by a slideway or rail, or 
articulated on a rigid part by a hinge. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-10 have been considered but are 
moot in view of the new ground(s) of rejection. The recently found Japanese Patent 
publication to Tetsuya et al. has necessitated the new grounds of rejection. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark A. Osele whose telephone number is 571-272- 
1235. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Fiorilla can be reached on 571-272-1 187. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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